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FI NAL JUDGVENT
The parties have filed a joint prelimnary notion seeking

an order termnating the interference on the basis that there



is no interference-in-fact (Paper 16). W GRANT the

prelimnary notion and enter final judgnent.

A Fi ndi ngs of fact

The record supports, by a preponderance of the evidence,
the followi ng findings, as well as any findings set out in the
di scussion portion of this ORDER

1. The count of the interference is the process defined
by claim1l of the Davey patent (US 5,554,517 ("'517")) or the
process defined by claim1 of the Burg application (08/ 427,606
("606") (Paper 1 at 5).

2. The Davey patent contains clains 1-15.

3. The Burg application contains clains 1-3 and 11-63.

4. Davey clainms 1-5, 8, and 11-15 are designated as
corresponding to the count (Paper 1 at 5).

5. Al'l of the Burg clainms are designated as
corresponding to the count (Paper 1 at 5).

6. The process of Davey claim 1l and the process of Burg
claim1l appear to be the sane except that the process of Davey
claim1 requires that the process defined therein be
undertaken "at a relatively constant tenperature and w thout
serial addition of reagents” ('517 at claim1l).

7. Davey clainms 2 to 10 depend, either directly or



indirectly, on Davey claiml and thus also require that the
process they define be undertaken "at a relatively constant
tenperature and w thout serial addition of reagents"” ('517 at
clainms 2 to 10).

8. The process of Davey claim 11l and the process of
Burg claim 1l appear to be the sanme. The process of Davey
patent claim 11 does not require that the process defined
therein be undertaken "at a relatively constant tenperature
and wi thout serial addition of reagents” ('517 at claim11).

9. Davey patent clains 12-15 depend from Davey cl ai m
11.

10. None of Davey clainms 12-14 require that the process
of claim 11l be undertaken "at a relatively constant
tenperature and w thout serial addition of reagents" ('517 at
clainms 12-14).

11. Davey claim 15 requires that the process of claim11l
be undertaken "at a relatively constant tenperature and
Wi t hout serial addition of reagents" ('517 at claim15).

12. According to Davey and Burg, none of the Burg
application clains require that the process defined by the
clai rs be undertaken "at a relatively constant tenperature and
W t hout serial addition of reagents" (Paper 16 at 3).

13. Davey has disclained its clainms 11 to 14 (Paper 17).



14. Accordingly, all the remai ning Davey clains are
directed to processes that nust be undertaken "at a relatively
constant tenperature and wi thout serial addition of reagents.”

15. According to Davey and Burg, the remaini ng Davey
clainms are patentably distinct fromthe Burg clai ns.

16. In particular, Davey and Burg argue that (Paper 16
at 3):

The USPTO has not cited any prior art indicating
that the novel approach of Davey in its clains 1-5,
8 and 15, woul d have been obvi ous over the Burg
claims. The clains call for adding reagents with
many activities. It would not have been obvious to
the person of ordinary skill in the art that all of
t hese reagents coul d be added at the begi nning of
the process with no serial addition of reagents
during the course of the entire process.
Furthernore, it has not been shown that it woul d
have been obvious that this m xture of reagents and
material would react effectively and w t hout
undesirabl e cross reactions to give anplification at
a relatively constant tenperature w thout any
substanti al tenperature change during the entire
process. Thus, there is absolutely no basis for a
suggestion that the Davey claimis obvious in view
of the Burg claim

17. In a statenent submitted by the exam ner (attached

to Paper 1), there is no prior art cited to explain why it
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woul d have been obvi ous to undertake the process described by
the Davey and Burg clains "at a relatively constant
tenperature and wi thout serial addition of reagents.”

B. Di scussi on

An interference-in-fact exists when at |east one claim
of a party that is designated to correspond to a count and at
| east one claimof an opponent that is designated to
correspond to the count define the same patentable invention.
37 CFR § 1.601(j). Invention "A" is the sanme patentable
i nvention as an invention "B" when invention "A" is the sane
as (35 U S.C 102) or is obvious (35 U S.C 103) in view of
i nvention "B" assum ng invention "B" is prior art with respect
to invention "A". Invention "A" is a separate patentable
i nvention with respect to invention "B" when invention "A" is
new (35 U.S.C. 102) and
non-obvious (35 U. S.C. 103) in view of invention "B" assuni ng

invention "B" is prior art with respect to invention "A"

37 CFR 8 1.601(n). "Resolution of an interference-in-fact
I ssue involves a two-way patentability analysis.” Wnter v.
Fujita,

53 USPQ2d 1234, 1243 (BPAI 1999).
In the present circunstances, it was appropriate to

decl are the interference since claim1l of Davey and claim1



of Burg appear to be the sane as (35 USC 102) or obvious (35
USC 103) in view of each other. However, since Davey has
disclained its claim1l (along with dependent clains 12 to
14), it does not appear that at |east one claimof Davey and
at | east one claimof Burg define the sane patentable
invention. All the remaining Davey clains contain the
limtation that the process defined therein be undertaken at
"at a relatively constant tenperature and w thout seria
addition of reagents.” No Burg claimcontains this
limtation. There is insufficient evidence of record to
establish that one skilled in the art would have found it
obvious to nodify any Burg claimto require that the process
defined in the claimbe undertaken "at a relatively constant
tenperature and w thout serial addition of reagents.”
Accordingly, a judgnent of no interference-in-fact is

appropri ate.

C. Oder
It is
ORDERED that joint prelimnary notion 1 (Paper 16)

i s GRANTED;



FURTHER ORDERED t hat, there being no interference-
in-fact, judgnent on priority as to Count 1, the sole count in
the interference, is awarded in favor of junior party CHERYL
DAVEY and LAWRENCE T. MALEK and senior party JAMES L. BURG
PH LI PPE J. POULETTY, and JOHN C. BOOTHROYD,

FURTHER ORDERED t hat junior party CHERYL DAVEY and
LAWRENCE T. MALEK, is not entitled to a patent contai ning
disclainmed clains 11 to 14 of U S Patent 5,554,517,

FURTHER ORDERED t hat, on the record before us,
junior party CHERYL DAVEY and LAVWRENCE T. MALEK, is entitled
to a patent containing clains 1-5, 8, and 15 of U.S. Patent
5,554,517, which correspond to Count 1 and senior party JAMES
L. BURG PH LIPPE J. POULETTY, and JOHN C. BOOTHROYD i s
entitled to a patent containing clains 1-3 and 11-63 of U. S
appl i cation 08/427,606, which correspond to count 1;

FURTHER ORDERED t hat a copy of Paper 17 filed by
Davey and disclaimng clains 11 to 14 (copy attached) be
entered in the admnistrative record of Davey's 5,554,517
pat ent ;

FURTHER ORDERED that if there is a settlenent
agreenent, the parties are directed to 35 USC § 135(c) and

37 CFR § 1. 666;



FURTHER ORDERED t hat a copy of this decision be
gi ven a paper nunber and be entered in the adm nistrative
records of Davey's 5,554,517 patent and Burg's 08/427, 606

appl i cation.

N—’

FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge
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Enc:
Copy of Paper 17 entitled "SUBM SSI ON OF DI SCLAI MER UNDER
37 CFR 1.321(a)"
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